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SPECIAL NOTICE 


im account of the gradual depletion of our stock of 
numbers of the TRADE-MARK REPORTER, we 
liged to announce a slight increase for both bound 

ad’ 


loose issues, as follows: 


nt issues (less than one year Ol). 
volumes (less than one year old) 
In Brown Cloth 


In Brown Buckram 


For all other issues and bound volumes, add to the 
ve prices five (5) per cent. for each year since the year 
of publication, current year included; except that where 
full sets are ordered at one time, the price per volume will 


> as quoted above. 
The exchange prices for loose issues in good condi- 


n will remain as at present, namely : 


Brown Cloth 


Brown Buckram 


Transportation charges in each case to be paid by the 


purchaser. 
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A. Boursois & Company, Inc. v. ANNA KATZEL 
Supreme Court of the United States 
January 29, 1923 


Trape-MarKs—ScorpeE AND CHARACTER OF OwNeERSHIP—ANALOGY WITH 

Patent RIGHT. 

The monopoly in a trade-mark is no less complete, so far as it 
goes, than in case of a patent, and dealing with a matter that may 
be of great value and being easily destroyed, it should be protected 
with corresponding care. 

Trave-Marxks AND TrapE-NamMES—INFRINGEMENT—“JAVA” AND “Bowrsols” 
ror Face Powper—Ricurt or REGISTRANT TO BE ProrectepD AGAINST 

SatE oF GENUINE Goops ImMporTED BY ANOTHER—ApPEAL—RE- 

VERSAL. 


Where appellant purchased from a foreign concern its business 
in the United States, and its trade-marks “Java” and “Bourjois,” 
registered in the Patent Office for face powder, its rights in said 
marks were infringed by defendant, who bought the identical powder 
from its foreign manufacturers and sold it in the United States under 
the original label, inasmuch as such marks and label indicated to the 
public that the goods came from the plaintiff and could only be sold 
with the good-will of the business purchased by the latter. 

On writ of certiorari to the United States Circuit Court of Ap- 
peals for the Second Circuit. For opinion of the Cireuit Court, 
see 11 T. M. Rep. 2112. 


Hans v. Briesen, of New York City, for petitioner. 
John B. Doyle, of New York City, for respondent. 


Mr. Justice Houmes delivered the opinion of the Court. 


This is a bill to restrain the infringement of the trade-marks 
“Java” and “Bourjois,’ registered in the Patent Office of the 
United States. A preliminary injunction was granted by the Dis- 
trict Court, 274 Fed. Rep. 856, but the order was reversed by the 
Circuit Court of Appeals, one judge dissenting. 275 Fed. Rep. 
539 [11 T. M. Rep. 2117]. A writ of certiorari was granted by 
this Court. 257 U. S. 630. In 1913, A. Bourjois & Cie., E. Wer- 
theimer & Cie., Successeurs, doing business in France and also in 
the United States, sold to the plaintiff for a large sum their busi- 
ness in the United States, with their good-will and their trade- 
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marks registered in the Patent Office. The latter related partic- 
ularly to face powder, and included the above words. The plaintiff 
since its purchase has registered them again and goes on with the 
business that it bought, using substantially the same form of box 
and label as its predecessors and importing its face powder from 
France. It uses care in selecting colors suitable for the American 
market, in packing and in keeping up the standard, and has spent 
much money in advertising, etc., so that the business has grown 
very great and the labels have come to be understood by the public 
here as meaning goods coming from the plaintiff. The boxes have 
upon their backs: “Trade Marks Reg. U. S. Pat. Off. Made in 
France—Packed in the U. S. A. By A. Bourjois & Co. Inc. of 
New York, Suce’rs. in the U. S. to A. Bourjois & Cie. and E. Wer- 
theimer & Cie.” 

The defendant, finding that the rate of exchange enabled her 
to do so at a profit, bought a large quantity of the same powder in 
France and is selling it here in the French boxes, which closely 
resemble those used by the plaintiff, except that they have not the 
last quoted statement on the backs, and that the label reads “Poudre 
de riz de Java,” whereas the plaintiff has found it advisable to 
strike out the suggestion of rice powder and has “Poudre Java’ 
instead. There is no question that the defendant infringes the 
plaintiff’s rights, unless the fact that her boxes and powder are 
the genuine product of the French concern gives her a right to 
sell them in the present form. 

We are of opinion that the plaintiff’s rights are infringed. 
After the sale the French manufacturers could not have come to the 
United States and have used their old marks in competition with 
the plaintiff. That plainly follows from the statute authorizing 
assignments. Act of February 20, 1905, c. 592, § 10; 33 Stat. 727. 
If, for the purpose of evading the effect of the transfer, it had ar- 
ranged with the defendant that she should sell with the old label, 
we suppose that no one would doubt that the contrivance must fail. 
There is no such conspiracy here, but apart from the opening of 


a door to one, the vendors could not convey their goods free from 


the restriction to which the vendors were subject. Ownership of 
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the goods does not carry the right to sell them with a specific mark. 
It does not necessarily carry the right to sell them at all in a given 
place. If the goods were patented in the United States, a dealer 
who lawfully bought similar goods abroad from one who had a 
right to make and sell them there could not sell them in the United 
States. Boesch v. Graff, 133 U. S. 697. The monopoly in that 
case is more extensive, but we see no sufficient reason for holding 
that the monopoly of a trade-mark, so far as it goes, is less com- 
plete. It deals with a delicate matter that may be of great value 
but that easily is destroyed, and therefore should be protected with 
corresponding care. It is said that the trade-mark here is that of 
the French house and truly indicates the origin of the goods. But 
that is not accurate. It is the trade-mark of the plaintiff only in 
the United States and indicates in law, and, it is found, by public 
understanding, that the goods come from the plaintiff, although 
not made by it. It was sold and could only be sold with the good- 
will of the business that the plaintiff bought. LEiseman v. Schiffer, 
157 Fed. Rep. 473. It stakes the reputation of the plaintiff upon 
the character of the goods. Menendez v. Holt, 128 U.S. 514. The 
injunction granted by the District Court was proper under §§ 17 
and 19 of the Trade Mark Act. Act of February 20, 1905, c. 592. 


Decree of Circuit Court of Appeals reversed. 


CoNVISER v. J. C. BROWNSTONE Co., INc., ET AL. 
(197 N. Y. Supp. 682) 


Supreme Court, Special Term for Trials, Kings County 


December 29, 1922 


Trape-Marxs AND Unrair CoMPETITION—DETERMINING Prorits From Un- 

FAIR COMPETITION—GENERAL Expenses DepvwucriBLe. 

Under New York law, in determining the profits made by de- 
fendant from unfair competition, he is entitled to deduct a propor- 
tionate part of his general expense, though no added expense was 
caused by the doing of the business constituting the unfair competition. 

Trape-Marks anp Unrairn Competirion—Damaces Cavusep By Unrarir Com- 
PETITION RECOVERABLE, THouGH DerenpANTS Mape No Prortrs. 
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Plaintiff may recover damages sustained by defendants’ unfair 
competition, though the latter made no profits out of the sales which 
they wrongfully made. 

Trave-Marks anp Unrair Competition—Recovery—Dovusie CoMPENSATION 

Not ALLOWED. 

Plaintiff cannot recover, in an action for unfair competition, both 
the amount of defendants’ profits and his damages, assessed on the 
theory that plaintiff, but for defendants’ wrongful acts, would have 
made sales which were made by the latter. 


Hirsh, Newman & Reass, of New York City (Murry C. 
Becker, of New York City, of counsel), for plaintiff. 


Herman B. Goodstein, of New York City, for defendants. 


Cropsey, J.: In this State the law seems to be settled that, 
in determining the profits made by a defendant from unfair com- 
petition, he is entitled to deduct a proportionate part of his general 
expense, even though no added expense was caused by the doing 
of the business which constituted the unfair competition. Cutter 
v. Guderbrod Bros. Co., 190 N. Y. 252, 83 N. E. 16. This case 
follows and was based upon the rule announced in The Tremolo 
Patent, 23 Wall. 518, 23 L. Ed. 97. The cases in Massachusetts 
are to the contrary. They hold that a party committing a wrong 
should not be permitted to derive a benefit from it, and that allowing 
a deduction of a portion of the expense of the business, where there 
has been no increase in expense by reason of the unfair or pro- 
hibited sales, is in effect putting a premium upon the defendant's 
wrongful act. Regis v. H. A. Jaynes & Co., 191 Mass. 245, 252, 
77 N. E. 774; Nelson v. J. H. Winchell & Co., 203 Mass. 75, 91, 
89 N. E. 180; Briggs Co. v. National Wafer Co., 215 Mass. 100, 
110, 102 N. E. 87, Ann. Cas. 1914C, 926. The Massachusetts 
rule seems to be the fairer one, but that is not now an open ques- 
tion here. 

It does not follow, however, that the plaintiff may not recover 


his damages, as distinguished from the profits which defendants 


mav have made. There is a variance in the authorities as to this 
right. See Martin Co. v. L. Martin §& Wilckes Co., 75 N. J. Eq. 
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39, 71 Atl. 409, and cases cited in Note 21 L. R. A. [N. S.] 526 to 
530. But that such damages may be recovered seems to have been 
suggested in the Cutter case above cited, although the point was 
not involved in the decision of the Court of Appeals, as the referee 
had found as a fact that the plaintiff suffered no damages. I have 
not before me the pleadings in the instant case, and cannot tell 
whether damages were sought, nor can I tell whether the plaintiff 
would have any proof of them; but I hold that, if the pleading and 
proof justified, the plaintiff may recover damages, even though the 
defendants had made no profit out of the sales that they wrongfully 
made. 

But plaintiff may not have a recovery both for the amount of 
the defendants’ profits, if any, and for his damages assessed upon 
the theory that the plaintiff, but for defendants’ wrongful acts, 
would have made the sales which were made by the defendants. 
The plaintiff may not have a double compensation for the samé¢ 
sales, but in a proper case the plaintiff might recover his damages, 
although the wrongful acts of the defendants yielded no profit to 
the latter. Forster Mfq. Co. v. Cutter-Tower Co., 215 Mass. 136, 
139, 101 N. E. 1083. 

If the attorneys will consult me, it can be determined whether 
a reference will be necessary, or whether the proof can be taken 
by the Court. 
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L. E. Waterman Company v. A. A. WaterMAN & Company, INc. 


Appellate Court of Illinois 
February, 1923 


Trape-Marks aNnD Unrair ComPpetirion—‘*WaTERMAN” FoR Fountain Pens 
—Proritinc By AwNoTuer’s Trapve Repruration—Goop Fairu oF 
DEFENDANT. 

A person will not be permitted by unfair means to profit by the 
trade reputation of a competitor, and this question is one of fact 
which often turns upon the good faith of a defendant who sets up the 
right to use a particular name. 

Same—SamMe—Binv1nG Errecr or Former DEcree. 

Where defendant A. A. Waterman, when member of a co-part- 
nership under the name “A. A. Waterman Pen Company,” in a suit 
for unfair competition brought against him by the complainant, was 
restrained by a New York court from using the name “Waterman” 
in connection with the business of making and selling fountain pens, 
except with certain distinguishing words, the defendant corporation 
is still bound by such decree, and can take from defendant Waterman 
only such rights as were not denied him thereby. 

Same—SAME—VALIDITY OF REGISTRATION. 

An exception to the master’s finding that complainant had, 
through registration, obtained an exclusive right to the use of the 
name “Waterman” as a trade-mark, is sustained; but, since com- 
plainant had the sole right to use the name “Waterman” as a trade- 
mark for fountain pens for at least twenty years before the filing of 
the application, and no fraud was shown in obtaining registration, 
such registration was in full force and effect. 

Same—Same—Usinco Compriatnant’s Name 1n Bap Farru—Insuncrion 
as TO Any Use or NAME NECESSARY. 

Where defendant A. A. Waterman was shown to have little or 
no pecuniary interest in the business of the defendant corporation, 
but had associated himself therewith merely to give it a colorable 
right to the use of the name “Waterman”; and inasmuch as former 
decrees enjoining the use by defendant A. A. Waterman, and the 
concerns bearing his name, of the word “Waterman,” except when 
followed by the phrase “not connected with the L. E. Waterman 
Company,” and the like, had failed to give complainant any real 
relief, the present defendant should be and is absolutely enjoined from 
the use of the name “Waterman” in any form in connection with the 
manufacture and sale of fountain pens; and the master’s findings in 
this particular are sustained. 


In equity. Suit for unfair competition. Appeal from the Su- 


perior Court of Cook County, Illinois. Reversed, and remanded 


with directions. 
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L. E. WATERMAN CO. V. A. A. WATERMAN & CO., INC, 


Frank F. Reed, Edward S. Rogers and Louis T. Orr, all of 
Chicago, Ill., for appellants. 


Chilton P. Wilson and Loesch, Scofield, Loesch & Richards, 
all of Chicago, Ill., for appellee. 


Mr. Justice Dever delivered the opinion of the Court. 


L. E. Waterman, a corporation, filed a bill in equity in the 
Superior Court of Cook County against A. A. Waterman & Com- 
pany, a corporation, to restrain the latter from infringing two 
registered trade-marks, being the name “Waterman” and ‘“Water- 
man’s Ideal Fountain Pen N. Y.,”’ registered by complainant in 
the United States Patent Office, and to enjoin defendant from 
alleged acts of unfair competition in the manufacture and sale of 
fountain pens. 

Complainant’s right to the relief prayed is set forth in an 
original bill and supplemental bill, which charge is substance that 
the defendant had infringed upon complainant’s right to the trade- 
marks in question, and that it had by an improper use of the name 
“Waterman” in its corporate title and in connection with its man- 
ufacture and sale of fountain pens indulged in unfair competition 
with complainant. Defendant’s answer denies those allegations of 
the bill which charge the defendant with infringing upon complain- 
ant’s alleged trade-mark rights and that it had been guilty of 
unfair competition as charged in the bill. 

As no question arises here upon the pleadings, more particular 
mention need not be made of the allegations of the supplemental 
bill nor of the answer. The pleadings were referred to a master 
in chancery to take evidence and report his conclusions of law and 
fact to the Court. 

In his report the master found that the issues were with the 
complainant and he recommended the entry of a decree in accord- 
ance with the prayer of the bill. Objections filed to the report, 
which were overruled, were permitted to stand as exceptions thereto. 


The master’s report was confirmed except as to two certain excep- 
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tions described as exceptions 9 and 131, and also the decree denied 
the prayer of the bill for an accounting against defendant, which 
had been recommended by the master. 

Complainant seeks by its appeal to this Court the entry of a 
decree in accordance with the recommendations of the master. De- 
fendant assigns cross-errors and it asks that the decree be reversed 


with directions to dismiss the bill at appellant’s costs for the rea- 


ons that “the facts, and the law governing those facts, show ap- 


pellee had a right to use the name ‘A. A. Waterman’ and that its 
use of this name had not been unfair.” 

The evidence in the case is voluminous and it will be possible 
here to refer only to the principal facts as shown by the evidence 
and found by the master, which findings were confirmed by the 
chancellor. 

Lewis E. Waterman began the manufacture and sale of foun- 
tain pens in the City of New York in the year 1883, and adopted 
as trade-name the word “Waterman’s” and also the words “Water- 
man’s Ideal Fountain Pen, N. Y.” In 1887 complainant was or- 
ganized in the State of New York and Lewis E. Waterman con- 
veyed to it all of his rights and interest in the business previously 
conducted by him. From this time until the filing of the bill herein 
complainant continued to use upon its fountain pens, boxes, sta- 
tionery and packages the words “Waterman’s” and ‘Waterman’s 
Ideal Fountain Pen, N. Y.’”’ In the years 1901, 1906 and 1907 
these trade-names were registered by complainant as trade-marks 
in the United States Patent Office. Complainant has since its or- 
ganization spent large sums of money yearly in advertising its 
fountain pens under the names “Waterman,” “Waterman’s” and 
“Waterman’s Fountain Pens,’ “Waterman’s Ideal Fountain Pens,” 
and “Ideal Pen.” For many years prior to the organization of 
defendant, complainant was well known throughout the trade and 


by the public as the “Waterman Company.” 


Defendant company was organized in the State of Arizona in 


1906, and shortly thereafter it began the manufacture and sale 
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of fountain pens. Both complainant and defendant were authorized 
to transact business in the State of Illinois, and defendant main- 
tained its principal office in the City of Chicago. A. A. Waterman 
was employed by Lewis E. Waterman, Sr., the founder and or- 
ganizer of complainant, in the year 1883, and he continued in the 
service of complainant and its founder, irregularly, until the vear 
1897, when he, with one Gibson, engaged on their own account in 
the manufacture of fountain pens under the name of “A. A. Water- 
man Pen Company,’ a co-partnership. The co-partnership was 
dissolved in 1899; prior thereto complainant brought an action in 
the Supreme Court in the State of New York against A. A. Water- 
man and Gibson to restrain them from doing business under the 
name of “A. A. Waterman Pen Company,” and a decree was en- 
tered in that suit in favor of complainant on September 3, 1898, 
which found the defendants guilty of unfair competition in the use 
of the name “Waterman,” and which restrained them from using 
the corporate name “A. A. Waterman Pen Company” or any cor- 
porate name containing the word “Waterman,” and from using in 
connection with the business of making or selling fountain pens, 
whether “on the holder or the gold pen, or on the labels, boxes, 
signs, letterheads, billheads, circulars or advertisements, or in any 
manner whatsoever the word ‘Waterman, ‘Waterman's, or ‘Water- 
mans’ alone, or the word ‘Waterman, ‘Waterman’s, or ‘Water- 
mans’’ (whether the same be or be not coupled with other names 
or initials) in such a collocation with the word pen or fountain 
pen (whether the same be or be not coupled with some further 
descriptive word or words), as to indicate that the fountain pens 
so made or sold are a variety of Waterman’s fountain pens. But 
defendants are not prohibited from indicating that fountain pens 
made by them are made or prepared or sold for or by Arthur A. 
Waterman & Company or A. A. Waterman & Company. * * * 
From advertising any of defendants’ fountain pens under the style 


‘A’ or ‘A.A.’ or from marking said styles ‘A’ or ‘A.A.’ in connection 
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with the word ‘Waterman’ upon defendants’ fountain pens, either 
upon the gold pen or the holder thereof.” 

After the dissolution of the co-partnership consisting of A. A. 
Waterman and Gibson, Waterman was engaged for some time in 
various ways in connection with the manufacture of fountain pens. 
In 1901 he entered into a partnership with one Frazer and one 
Geyser to manufacture fountain pens. He continued in this business 
until 1905, when this co-partnership also was dissolved; thereafter 
a new partnership was organized consisting of A. A. Waterman 
and Isaac E. Chapman and William L. Chapman. Waterman’s 
testimony is to the effect that this company never engaged in any 
business; it was known as “A. A. Waterman & Company.” There- 
after Waterman was connected with what he calls the “Modern 
Pen Company,” which he describes as a “holding” company. He 
severed his connection with this company in 1906; a short time 
later defendant company was organized. Waterman first met one 
Fred A. Field about the year 1886, to whom he later sold pens 
manufactured by complainant. Field was connected in some way 
in 1903 and 1904 with Modern Pen Company. At the time de- 
fendant was organized, Waterman, who does not appear to have 
put any money into the enterprise, received $50,000 face value of 
defendant’s common stock and 500 shares thereof were left in cus- 
tody of defendant’s secretary, part of which were sold by Water- 
man, who testified that this stock was nominally his and was given 
to him “for a contract that I had with the Eastern people of New 
York from the old partnership, A. A. Waterman & Company, that 
I turned over to them.” Waterman’s testimony as to his interest 
in the defendant corporation at and after the time of its organiza- 
tion is somewhat uncertain. He said: “I don’t think any portion 
of the stock was put into my possession except enough to make 
me a director.” The evidence does tend to show, however, that 


Field got possession of defendant’s common stock as security for 


the payment of about $2,000 advanced to Waterman, which he 
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testifies was used in organizing and promoting defendant’s business. 
There is some confusion in the evidence concerning the early history 
of defendant and the relations of Field, Waterman and one Herbert 
A. Henry to it, but the evidence is abundant that Field and Henry 
were the actual owners of defendant company and that Waterman’s 
interest therein was merely nominal. He had had a somewhat 
extended experience in marketing fountain pens, but there is good 
ground for holding that the organizers of defendant were mainly 
interested in obtaining a colorable right to use the name ‘“‘Water- 
man.” A. A. Waterman at all events attempted to confer upon 
defendant an exclusive right to use the name. During some months 
prior to the organization of defendant, Waterman had been in con- 
ference with Field with the object of organizing a company to man- 
ufacture and sell fountain pens. In the course of these conversa- 
tions they discussed whether a proposed organization and business 
might be interfered with by injunction proceedings. As a result 
of these conversations Field loaned Waterman money to pay incor- 
poration fees required in the organization of defendant. Following 
the organization of defendant, Waterman maintained a real estate 
office in Chicago, and with small amounts of money advanced by 
Field he made some preparations to organize and promote the busi- 
ness of the corporation. Henry became interested in defendant 
corporation as a stockholder in 1906 and in 1907 became its treas- 
urer. A, A. Waterman ceased to have any connection with the 
defendant in 1909. Field became defendant’s general manager 
about the year 1907, and later became its president. Prior to 
1909, A. A. Waterman had been engaged as a salesman for de- 
fendant. 

Waterman testified that he cautioned Field that trouble might 
be encountered if their company used the name ‘‘Waterman’’ in 
such manner as to violate the New York decree. 

We are unable, within proper limits, to indicate all the evi- 
dence touching Waterman’s connection with complainant and de- 


fendant, or with other persons upon whom he endeavored to confer 
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a right to use the name “Waterman” in connection with the manu- 
facture and sale of fountain pens. 

In its answer, defendant denied that it had ever used the word 
“Waterman” or “Waterman’s” alone in connection with its products, 
and also denied it had used the word “Waterman” in conjunction 
with other words, “A. A. Waterman & Co.” or “A. A. Waterman 
& Company.” 

Complainant had used the word “Waterman” and ‘‘Water- 
man’s” in connection with its product for about twenty years prior 
to the adoption of the word by defendant. 

The Court overruled an exception to findings of the master 
“that fountain pens marketed by defendant, bearing the name 
‘Arthur A, Waterman & Company, Incorporated, or ‘A. A. Water- 
man & Co.’ or ‘A. A. Waterman & Co., Ine.’ either upon said foun- 
tain pens, or on the barrels thereof, or receptacles containing the 
same, are easily and readily both sold to and purchased by the 
trade, and sold to and purchased by buyers at retail, and the pub- 
lie generally as and for ‘Waterman’ fountain pens, and that de- 
fendant and its officers and agents must have known this to be so; 
and that the defendant cannot use the name ‘Waterman’ or ‘Water- 
man’s’ either in its corporate style or on its merchandise, recepta- 
cles or stationery, either alone or in any combination, or with or 
witheut prefixes or suffixes, or both, without causing confusion in 
the trade and in the public mind, and substituting and enabling the 
substitution of fountain pens marketed by defendant with and for 
the fountain pens of complainant, and without producing confusion 
of the corporate identity and business of the defendant with those 
of the complainant.” The master further found that even if the 
defendant had no actual design to defraud, the close resemblance 
and simulation of names were such as rendered it possible for 
unscrupulous dealers to palm off and sell defendant’s product for 
that of the complainant, and that these facts constituted unfair 


competition. The findings in the decree are substantially the same 


as those of the master, who recommended that relief be granted 
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complainant in accordance with the prayer of the bill, and that 
defendant be restrained from using the name “Waterman in any 
and all forms and connections,’ and also from infringing com- 
plainant’s trade-marks, “Waterman” or “Waterman’s Ideal Foun- 
tain Pen, N. Y.” 

Notwithstanding that the Court found the facts in accordance 
with the report of the master, it sustained exceptions to the relief 
recommended by him. Both the master and the Court were of the 
opinion that the defendant had used the name “Waterman” in 
unfair competition with complainant. The master’s findings of 
fact are well supported by the evidence. The main question is 
whether the decree awarded complainant an adequate remedy. The 
decree restrains the use by defendant of the word “Waterman’s”’ 
in the manufacture, advertising or sale of fountain pens or parts 
thereof “either alone, or in any combination, or with any prefixes 
or suffixes.” However, the decree directed that defendant might 
use the name A. A. Waterman & Co., Inc., in connection with the 
manufacture and sale of its fountain pens or in receptacles therefor, 
or in advertisements, circulars, etc., but whenever defendant so 
used this name “‘it shall conspicuously print, place, add, and juxta- 
pose in immediate connection with said name, and without any 
thing intervening in equally clear, large, prominent and noticeable 
type or letter-press of the same color, the phrase, ‘Not connected 
with L. E. Waterman Company.’” The decree as entered fails, 
we believe, to award to complainant any relief of value to it. The 
findings of the master, concurred in by the chancellor, are that 
the use by defendant of the word “Waterman” caused confusion 
in the public mind as to the actual producer of the products indis- 
criminately offered for sale and in the trade and generally known 
as “Waterman pens.” Complainant’s position is, and it is sup- 
ported by the evidence, that it has been greatly damaged by the 
unfair use by defendant of the word “Waterman” or ““Waterman’s” 
in various ways in the marketing of fountain pens, and that the 


decree as entered awards no relief of value to it. 
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The thing that stands out prominently in the whole record is 
that the word “Waterman” in the corporate titles and on the arti- 
cles produced by the parties is the one word that is of real value 
to each party and this value was created by reason of the fact that 
complainant for many years before defendant become complainant's 
competitor adopted and used the name in its business. 

The decree finds that the names “Waterman” and “Water- 
man’s” had for many years “indicated and designated and now 
indicates and designates pens and fountain pens, and parts thereof, 
made, marketed and supplied by complainant and its predecessor, 
and that for many years said names have been and now are so 
understood; that such designative and secondary meaning of said 
names had long prior attached to the manufacture, marketing or 
supplying of pens or fountain pens, or parts thereof, by Arthur A. 
Waterman, or any person, firm or corporation claiming by, through, 
or under him, and long prior to the employment by anyone, other 
than complainant, or its predecessor, in the manufacture, market- 
ing, or sale of fountain pens, of any name in which the word 
‘Waterman’ or ‘Waterman’s’ was used, and that said name ‘Water- 
man’ and ‘Waterman’s’ had at the time aforesaid each acquired and 
possessed, and at all times since and now have and do possess said 
secondary meaning and significance designative of complainant’s 
(and predecessor’s) products and business as aforesaid.” The de- 
cree found that defendant had full knowledge of the secondary 
meaning of the words “Waterman” and “Waterman’s” as used by 
complainant and that defendant “has been and now is guilty of 
unfair competition with complainant by the use of the name A. A. 
Waterman & Co., as its corporate style, and in its business, and on 
its pens, fountain pens, barrels and clips thereof, and in circulars, 
pricelists, placards, show cards, signs, directories, catalogues and 
advertisements and on cases and stationery, and that the use 


of the ‘A. A. Waterman & Co.’ in any and all forms and connec- 


tions upon its products and in its business by defendant has con- 
fused and misled and was and is calculated and intended to con- 


fuse and mislead the trade, buyers for use, and the public gener- 
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ally, inte the belief that the defendant’s business and products are 
the business and products of complainant, and has enabled and 
resulted in such confusion and misleading and the sale of defend- 
ant’s pens and fountain pens and products as and for the pens and 
fountain pens and products of the complainant and the confusion 
of defendant’s business with complainant’s business, and that the 
use of such name will, if continued as heretofore, confuse the de- 
fendant’s business and products with the business and products 
of complainant, and that defendant at all times had full knowledge 
of such results of its use of the name A. A. Waterman & Co.” 

It is argued that the surname of Waterman could not constitute 
a legal trade-mark. There are cases which hold that a surname 
or geographical name cannot be used as a trade-mark; these cases 
in the main involve no question of actual fraud and most of them 
were decided prior to the passage of an amendment of the Federal 
Act of 1905. Section 5 of the Trade-Mark Act of February 20, 
1905, was amended in 1911 by adding the following: 

“that nothing herein shall prevent the registration of a trade-mark other- 
wise registrable because of its being the name of the applicant or a 
portion thereof.” 

It has been held that a court of equity will not permit one, 
aside from any question of trade-mark, to palm off his goods as 
the goods of another, and so deceive the public and injure that 
other. McLean v. Fleming, 96 U. S. 250. 

In Howe Scale Company v. Wyckoff, Seamans & Benedict, 198 
U. S. 118, relied upon by defendant, the Court held that “in the 
absence of contract, fraud or estoppel, any man may use his own 
name, in all legitimate ways, and as the whole or part of a cor- 
porate name.” 

In Morton, et al. v. Morton, 148 Cal. 142, it was held that 
the courts will not enjoin a person from any use whatsoever of 
his own name because it is already used as a trade-name by another, 
but would forbid its use in such way as would be likely to deceive 
the public. 
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In Allegretti, et al. v. Allegretti Chocolate Cream Co., 177 Il. 
133, it was held that the right of a person to the free use of his own 
name in his business could be exercised only in the absence of 
fraudulent or wrongful intentions. 

In Hazelton Boiler Company v. The Hazelton Tripod Boiler 
Co., 142 Ill. 494, where an injunction was prayed to enjoin the 
use of the word “Hazelton,” the Court held that one Hazelton had 
a right to use his own name in the business conducted by a corpora- 
tion in which he held a substantial interest, and that if thereby 
any injury resulted to complainant in the case it was damnum 
absque injuria. It appears from the opinion in that case that the 
defendant had used more than ordinary efforts to appraise the 
public that it and complainant were separate concerns; that neither 
corporation dealt with the trade; that they sold their products 
directly to the ultimate user; and that the defendant’s conduct had 
not been such that the public would be likely to be misled by the 
use of the name. The facts are quite different in the present case. 
We have been favored with numerous citations of authorities on 
this question. While there is some confusion in the decided cases, 
the great weight of authority is to the effect that a person will not 
be permitted by unfair means to profit by the trade reputation of a 
competitor, and this question is one of fact which often turns on 
the good faith of a defendant who sets up the right to use a par- 
ticular name. International Silver Co. v. Wm. Rogers Silver Co., 
67 E. J. Eq. 646. 

The New York decree runs against A. A. Waterman and those 
holding under him. The evidence shows that Waterman and those 
cooperating with him, with full knowledge of the decree, entered 
into an arrangement for the organization of defendant corporation. 


They were privies, and their main objective was to procure a color- 


able right to use a name which by complainant’s exertions had 
become valuable when applied in the marketing of fountain pens. 

In the case of Southern Pacific R. R. Co. v. United States, 
168 U. S. 1, the Court said: 
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“The general principle announced in numerous cases is that a right, 
question or fact distinctly put in issue and directly determined by a 
court of competent jurisdiction, as a ground of recovery, cannot be dis- 
puted in a subsequent suit between the same parties or their privies; 
and even if the second suit is for a different cause of action, the right, 
question or fact once so determined must, as between the same parties 
or their privies, be taken as conclusively established, so long as the judg- 
ment in the first suit remains unmodified.” 

In Towle v. Quante, 246 Ill. 573, the Supreme Court held 
that the word “privity’’ denotes mutual or successive relationship 


to the same rights of property. The Court said: 


“This relationship may be by operation of law, by descent or by 
voluntary or involuntary transfer from one person to another. All privies 
are in effect, if not in name, privies in estate. They are bound because 
they have succeeded to some estate or interest which was bound in the 
hands of its former owner. (Freeman on Judgments, 3rd ed., sec. 162; 
Orthwein v. Thomas, 127 Ill. 554.)” 


The property right in the present suit is the contested right 
to the use of the name “Waterman.” The defendant insists that 
it has the right to use this word in its corporate title and business 
because, as it says, it was honestly acquired from A, A. Waterman, 
who was directly bound by the New York decree. Being, as we 
think, in privity with Waterman, the defendant could take from 
him only such rights as were not denied to him in the New York 
decree. 

The master found that complainant had the exclusive right to 
use the name “Waterman” by virtue of the registration of the name 
in the United States Patent Office. An exception to this part of 
the report was sustained. The record does not warrant a con- 
clusion that complainant sought to establish a monopoly in the manu- 
facture of fountain pens. One principal purpose, as we read the 
bill, was to secure the exclusive right under trade-mark laws to 
use the name “Waterman.” 

It is asserted that an affidavit to procure the registration of 
the names is in conflict with certain allegations of the bills, and 
that the chancellor was correct in holding that complainant acquired 


no rights under its registration of the names. It is said that this 
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holding was based upon a conclusion that registration had been 
procured by fraud. The affidavit in substance recited that com- 
plainant had actually and exclusively used the names in such manner 
and for such length of time that under the law it became entitled 
to their registration. The bill does allege and the evidence shows 
that a fraudulent and unauthorized use of the word in unfair 
competition with complainant was indulged in by A. A. Waterman 
and others prior to the application for registration. That this use of 
the name was unfair was decided by the New York decree. The evi- 
dence does not warrant a finding that the registration of the trade- 
marks was brought about by fraud. Complainant used, and had the 
sole right to use, the name “Waterman” in connection with the mar- 
keting of fountain pens for at least twenty years prior to the appli- 
cation for registration, and whatever sporadic use was made of the 
name by A. A. Waterman and those connected with him was in fraud 
of its rights. Thaddeus Davids Company v. Courtlandt J. Davids, 
et al., 190 Fed. 285 [1 T. M. Rep. 215]. 

It cannot be said on the evidence that this affidavit was in 
fact untrue. The master held that the registration of the trade- 
marks was at the time of the hearing in full force and effect, and 
this holding was correct. 

In Sazlehner v. Eisner & Mendelson Co., 179 U. S. 19, it was 
held that it is “not necessary to constitute an infringement that 
every word of a trade-mark should be appropriated. It is sufficient 
that enough be taken to deceive the public in the purchase of a 


protected article.” Facts which constitute an infringement of 


trade-mark would, in the ordinary case, amount to unfair compe- 
tition. Manitowoc Pea Packing Co. v. Numsen & Sons, 35 C. C. A. 
267. 


It is our opinion that defendant was bound by the New York 
decree and also that complainant’s registration of the trade-names 
was in full force and effect; but even if mistaken upon these ques- 
tions, defendant should have been enjoined absolutely from con- 
tinued use of the name Waterman in its corporate title and business. 


The juxtaposed phrase, “not connected with L. E. Waterman 
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& Co.,” gives complainant but little or no relief from the wrongful 
conduct of the defendant. We repeat, the evidence shows that 
A. A. Waterman has not and never has had any substantial pe- 
cuniary interest in defendant or its business, and on the whole 
evidence, aside from other questions, the defendant should be en- 
joined from using the registered names on the ground that such 
use constitutes unfair competition. 

Complainant has submitted its claimed exclusive right to the 
use of the name “Waterman” in various cases and at different 
times to the courts. All of these cases arose out of attempts on 
the part of A. A. Waterman to confer upon different persons in one 
way or another the right to use his surname in the manufacture and 
sale of fountain pens. 

In all of the cases except one, Chapman v. L. E. Waterman, 
163 N. Y. S. 1059 [7 T. M. Rep. 182], Waterman seems to have 
sustained an actual interest in the business carried on by the par- 
ties defendant; hence these cases involve the right of a person to 
use his own name in a business conducted by him. 

From an examination of these cases and of the record before 
us it becomes perfectly clear that complainant has been seriously 
harassed and damaged by the unfair conduct of A. A. Waterman 
and those at different times in privity with him, and it is our opinion 
that it has not, to this time, been awarded a remedy sufficiently 
adequate to protect it from a long history of business persecution. 
We deem it essential, therefore, that we briefly review these cases, 
in certain of which the use of the juxtaposed phrase, “Not con- 
nected with L. E. Waterman & Co.,” was directed. 

In the case of L. E. Waterman & Co. v. Modern Pen Co., 
235 U. S. 88 [5 T. M. Rep. 1], the Supreme Court of the United 
States affirmed a decision of the lower court, which had directed 
the same juxtaposition of words as directed by the decree before 
us. In that case the plaintiff insisted that a purported agreement 
between A. A. Waterman and others, by which Waterman became 


a member of a firm known as A. A. Waterman & Co., was a sham; 
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that the firm did not make pens which were sold by the defendant, 
Modern Pen Company, a selling agency, and that Waterman's 
arrangements with the firm were merely colorable devices to enable 
the defendant in that case to get the name Waterman upon its 
pens. In passing on this contention the Supreme Court said: 

“If we were to adopt this view of the facts the nature of the parties’ 
rights and powers might need a more careful discussion than, so far as 
we are aware, it has received as yet’; that as to whether the relief granted 
would be adequate under different facts, ‘we express no opinion upon 
the point beyond saying that it would have to be considered before the 
plaintiff could obtain a broader decree.’ ” 

The Court further held that A. A. Waterman assented to 
partnership arrangements which authorized the use of his name 
in a business which he had “pecuniary reason for wishing to 
see succeed.” No such reason appears in the present case. The 
evidence shows that Waterman’s dealings with Field, Henry and 
others were for the purpose of bestowing upon defendant, in which 
he had no pecuniary interest of consequence, the right to use his 


name, and in this important particular it differs widely from the 


Modern Pen Company case. Mr. Justice Pitney, however, even on 


the record in that case, in a dissenting opinion, said: 


“The case presents no question respecting the right of an individual 
to the bona fide use of his name, but rather the question whether a part- 
nership or corporation can, by purchase or otherwise, obtain the right to 
use the name of a third party for the very purpose of employing it in 
unfair competition in the established business of still another party.” 

Mr. Justice Pitney was of the opinion that the Modern Pen 
Company should be unqualifiedly enjoined from using the name 
“Waterman” and we think the majority members of the United 
States Supreme Court would have concurred in this opinion were 
it not for the fact that the record in the case disclosed that A. A. 
Waterman had an actual interest in the business which bore in 
its title and upon its product the name “Waterman.” Mr. Justict 
Hand, when the case was before the Federal District Court (193 
Fed. 242 [2 T. M. Rep. 115]), held that a decision upon a pre- 
liminary injunction prayed for in the case recited that a certain 
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reorganization of the business with which A. A. Waterman was 
then connected in 1905 was not a mere sham. While illuminative 
of another question in the case, it might be well to quote here from 


the opinion of Judge Hand: 


“Now it is perfectly plain to any candid person that the ordinary 
buyer pays little attention to such prefixes as ‘L. E.’ and ‘A. A.’—an 
inattention upon which it is quite clear to me the defendant’s purchase 
of the name depended. Dealers will, of course, know the difference very 
well; but they are privy to the fraud. It is the form in which the wares 
come to the final buyer that counts, and, while the defendant is not re- 
sponsible for the spontaneous representation of dealers, it must not so 
mark or dress its goods as to create, or aid in, any misapprehension by 
the buyers. Florence Mfg. Co. v. J. C. Dowd § Co., 178 Fed. 73, 75, 101 
C. C. A. 565 [1 T. M. Rep. 289]; National Biscuit Company v. Baker 
(C. C.) 96 Fed. 135. 

“The public means by the ‘Waterman’ pen the complainant’s pen; 
indeed so, the defendant concedes, being punctilious to avoid that name 
without its prefix. But the public by the very fact looks no further than 
the name. For myself, although I have used such pens for years, I am 
sure that I should not have had the least suspicion but that ‘A. A. 
Waterman’ pen was a ‘Waterman’ pen, and this record proves that many 
others have actually been so misled. Honest competition cannot exist 
until the defendant puts on its pens that they are not the original ‘Water- 
man’ pens, which they are not. Therefore, a decree will pass forbidding 
the use of ‘Ideal’ of ‘Waterman’ and of ‘A. A. Waterman & Co.,’ except 
in connection with the following phrase or its equivalent, all words to 
be written in letters of the same size, ‘Not connected with the original 
“Waterman” pens. Dr. A. Reed Cushion Shoe Co. v. Frew, supra.” 


On appeal to the United States Circuit Court of Appeals, 
the decision of the District Court was so amended as to strike out 
the words “not connected with the original ‘Waterman’ pens,” and 
inserting in lieu thereof the phrase, “not connected with the L. E. 
Waterman Co. (117 C. C. A. 31) and it was held that confusion 
did arise from the use of the name “A. A. Waterman & Company,” 
in the business of manufacturing and selling pens; that while 
defendant had a right to use the name, yet the complainant and 
the public had the right to insist that defendant should adopt a 
name whereby the public would not be misled and the complainant 
compelled to submit to unfair competition; that this result could 
be brought about by requiring defendant to use upon its products 
the words, “Not connected with L. E. Waterman Co.” This de- 
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cision was affirmed, as stated, by the United States Supreme Court, 
235 U. S. 88, because that Court felt bound by the finding of fact 
of the lower court that A. A. Waterman held a pecuniary interest 
in the business. 

In the case of L. E. Waterman & Company v. Standard Drug 
Co. § Teller, 120 C. C. A. 455 [3 T. M. Rep. 120], the Court 
having before it on appeal the question of the propriety of an order 
of a lower court denying an application for a writ of attachment 
against Standard Drug Company and one Teller, referred with 
approval to the language used by Judge Hand in the case reported 
in 193 Fed. 247 [2 T. M. Rep. 115]: 

“The injunctional order appears to be based on the theory that the 
public understands ‘Waterman’ to signify the appellant’s pens, and the 
evident purpose was to avoid confusion and deception of the public (Dietz 
v. Horton Mfg. Co., 170 Fed. 872, 96 C. C. A. 41, C. C. A. 6th Cir.), and 
so to protect the average customer, rather than discriminating dealer. It 
has been aptly said of the two names, L. E. Waterman Co. and A. A. 
Waterman & Co., in another case, that the ordinary customer would 
scarcely heed the difference between the initials ‘L. E. and ‘A. A.’; he 
would be influenced by the name ‘Waterman’.” 

If the opinion expressed in the above case and in the other 
Waterman case referred to, that “the ordinary customer would 
scarcely heed the difference between the initials “‘L. E.’ and ‘A. A.’”’ 
and that “he would be influenced by the name ‘Waterman’ is sound, 
what measure of relief would be afforded complainant by the mere 
juxtaposition of the phrase, ‘““Not connected with L. E. Water- 
man & Co.”’? 

In the case of G. §& C. Merriam & Co. v. Saalfield, 117 C. C. A. 
245 [7 T. M. Rep. 110] (Webster Dictionary case), the language 


of which is quoted with approval in the Standard Drug Company 


case, supra, it was held that the defendant “must unmistakably 
inform the public that the article is of his production. * * * He 
must so distinguish that ‘no one with the exercise of ordinary care 
can mistake.’ ” 

In J. E. & W. L. Chapman vy. L. E. Waterman Company, 
163 N. Y. S. 1059 [7 T. M. Rep. 182], the facts in main par- 
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ticulars are similar to those in the present case. In that case the 
Court recites the history of A. A. Waterman in his connection with 
complainant and his various dealings thereafter with persons show- 
ing deliberate efforts on his part to realize upon the fact that he 
bore a surname similar to that of the founder of the L. E. Water- 
man Company and the Court in effect held that he had pretended 
to form a co-partnership with others for the manufacture and sale 
of fountain pens, the agreement being such that he would shortly 
cease to have any interest in the firm, which would belong exclu- 
sively to his other partners who had furnished all of the funds 
therefor; that he, Waterman, had granted the exclusive right to 
these parties to use his name in the manufacture of pens in per- 
petuity, and that the partnership agreement was a mere sham and 
fraudulent device to permit his partners, who supplied the neces- 
sary money, to use the name Waterman; that though any man has 
an absolute right to use his own name honestly in a business con- 
ducted by himself, he would not be permitted by any fraudulent 
artifice to mislead the public; that complainant would not be re- 
strained, as prayed by the Chapmans, and that the latter had no 


right whatsoever to use the name “Waterman.” The Court said: 


“The various concerns that Arthur A. Waterman has formed have not 
been prosperous, nor has he contributed to the value of the name. One 
after another has gone out of business, owing to financial embarrassment. 
The evidence in this case is overwhelming that a substantial trade has 
been thus diverted from customers, through the use of the name ‘Water- 
man’ by the plaintiffs, having purchased pens of the latter’s make in 
the belief that they were procuring pens of the defendant’s manufacture. 

“Where one has built up a good-will and reputation for his goods or 
business, he is entitled to all the benefits therefrom. Such good-will is 
property, and equity will afford relief from its invasion by another by 
unfair use of the name. No one has a right to avail himself of another’s 
favorable reputation in order to sell his own goods. A demand created 
by advertisement belongs to the advertiser. These are all elementary 
principles of law, which have been violated by the plaintiffs in the fraudu- 
lent use of the name ‘A. A. Waterman’ and ‘A. A. Waterman & Co.’ The 
further use of that name by them should be restrained.” 


This case was decided in 1917 and is the latest “Waterman” 


case to which our attention has been called dealing with the ques- 
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tion under consideration. It will be noted that the cases above 
referred to deal only with the question of unfair competition. Noth- 
ing was determined therein as to the validity or invalidity of trade- 
marks. 

We have referred at some length to the several decisions in 
the Waterman cases. In substantially all of them, both in lower 
courts and courts of review, it was held that the conduct of A. A. 
Waterman in his numerous efforts to grant a right to use his name 
in the manufacture and sale of fountain pens constituted a fraud 
upon the rights of complainant. Certain courts seem to be of the 
opinion that by adding the juxtaposed phrase in question, some 
relief might thereby be given complainant; but those cases were 
based upon a finding that A. A. Waterman retained a pecuniary 
interest in the business conducted under his name. This is not 
the fact here, where, as in the case last above cited, it appears that 
his vague pecuniary connection with defendant was nominally re- 
tained for only a short time. A. A. Waterman’s history as related 
to these matters is such that we feel quite certain the juxtaposition 
of the phrase “Not connected with L. E. Waterman & Company” 
would not serve in any material way to protect complainant. If 
it be true, as so often held, that the ordinary customer would not 
distinguish between the use of the initials “L. E.” and “A. A.,” 
then the relief granted complainant in the decree would seem to 
add confusion to an already much confused situation. It is our 
opinion that the only adequate relief possible to award complainant 
is to absolutely enjoin the use by defendant of the name Water- 
man in connection with its manufacture and sale of fountain pens. 
This is not a case where a person is seeking honestly to use his 
own name in a business conducted by himself, and we do not think 
that the several Waterman cases, when carefully examined, are in 
conflict with this holding. 

Counsel for defendant say that the record here presents for 


decision but two important questions, the first of which is: ‘Had 


A. A. Waterman a right in law to use his name in marketing foun- 
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tain pens?” Our answer is that we do not believe that this question 
is directly involved in the case. But had it been, our answer would 
be, “Yes, if he used his name honestly and in such manner as not 
to deceive the public.”” The second question is: “Has the name 
‘A. A. Waterman’ been used in a proper way by appellee?” This, 
in our opinion, is the real question in the case, and our reply is 
that the decree correctly answers the question in the negative. 

How many purchasers of pens in the natural course, because 
of the juxtaposed words required by the decree, would be able to 
determine who was the actual producer of a pen well known to 
the public and in the trade as the “Waterman” pen? The decree 
requires only that the purchasing public be informed that pens 
offered for sale by defendant were not those produced by L. E. 
Waterman Company. The substantial difference is only in the 
use of the initials “A. A.” and “L. E.” and only in rare cases 
would the additional words required by the decree serve to protect 
a purchaser of fountain pens who desired to purchase pens pro- 
duced by complainant. 

It is urged that the trial court erred because it failed to award 
an accounting in favor of the plaintiff, as recommended by the 
master. For the defendant it is insisted that an accounting may 
not be awarded in every case, even though the circumstances are 
such as to justify the issuance of a restraining order. The main 
contention on the question of accounting is that complainant was 
guilty of such laches as to deprive it of this claimed right. 

In Worcester Brewing Corp. v. Rueter §& Co., 157 Fed. 217, 
the Court said: 


“* * * as it stands, the equity of the complainant as to an accounting 
is especially weakened by the fact that the expenditures made by the 
respondent in pushing its business were largely after the complainant 
had full notice of the infringement in the manner we have shown. The 
delay was not very long, a little more than a year, but on the question 
of laches, the length of the delay is more or less important in connection 
with the other circumstances.” 


In N. K. Fairbank Co. v. Luckel, King & Cake Soap Company, 
106 Fed. 498, the Court said: 
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“In the present case the complainant had, from the first, full and 
ample knowledge of the infringement and it may be said to be doubtful 
whether a fraudulent intention existed upon the part of the defendant. 
In such case, laches for a much shorter period than that which intervened 
in this case have been held sufficient to justify the denial of relief by 
way of accounting. In the leading case of Harrison v. Taylor, 11 Jur. 
(N. S.) 408, cited with approval in McLean v. Fleming, 96 U. S. 245, 
24 L. Ed. 828, it was held that the failure of the complainant to assert 
his right, as against an infringer of his trade-mark, within a year from 
the date of the discovery of such infringement, was such laches as to 
bar his right to recover profits.” 

The above cases adequately express the rule as announced in 
many decided cases. Menendez v. Holt, 128 U. S. 514. 

Assuming, as we do, that the use of the name Waterman on 
the part of the defendant was unfair competition and that it in- 
fringed the trade-marks, we are not ready to hold that complainant 
is entitled to an accounting where it appears, as we believe it does 
here, that it has been guilty of laches. Defendant was organized 
in 1906, and it sold its products in competition with complainant 
for many months before the bill was filed in 1911. There is some 
evidence that complainant was unaware of the conduct of defendant 
until a few weeks before the filing of the bill. There are, how- 
ever, undisputed facts in the record from which it might reason- 
ably be inferred that complainant knew or should have known long 
before the suit was begun, of defendant’s competition with it. 

““Acquiescence of long standing is proved in this case, and inex- 
cusable laches in seeking redress, which show beyond all doubt that the 
complainant was not entitled to any account nor to a decree for gains 
or profits.” McLean v. Cochrane Fleming, 96 U. S. 245. 

It is our opinion that the present case comes within the rule 


laid down in cases cited by complainant, and that this is a case 


where the evidence shows that there has been an infringement of 
complainant’s trade-marks, and that defendant has operated its 
business in unfair competition with complainant. Hanover Star 
Milling Co. v. Metcalf, 240 U. S. 403 [6 T. M. Rep. 149]. 

While there is some evidence and the master found that the 
defendant had used efforts to prevent the sale of its products as 
and for that produced by complainant, this fact does not relieve 
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defendant from responsibility for consequences which naturally and 
almost necessarily followed from the manner in which it applied 
and used the name “Waterman” in its business. 

Other questions are discussed, as where it is said that defend- 
ant’s product was superior in quality, and that defendant had ac- 
quired the exclusive right to manufacture a so-called self-filler 
pen. On these questions we deem it sufficient to say that the evi- 
dence shows that both defendant and complainant manufactured 
and sold fountain pens which, though somewhat different in design, 
were intended to serve an identical purpose and which generally 
were similar in appearance. They were distributed to some extent 
in the same markets and were directly in competition. 

The questions involved here have in one form or another been 
passed upon by other courts, which have held that complainant had 
been a victim of repeated attempts, growing out of the conduct of 
A. A. Waterman, to profit by thé trade reputation acquired by 
it, and while complainant seems to have been nominally successful 
in these cases, it has, even to the present time, been subjected to 
the same unfair competition and infringements of its trade-marks. 
We believe that equity has, and that it should exercise the power 
to prevent further such imposition upon complainant. 

The decree of the Superior Court will be reversed and the 
cause remanded to that Court, with instructions to enter a decree 
in the cause in accordance with the recommendations of the master, 


except that the decree should not provide for an accounting against 
the defendant. 


McSwre ty, P. J., and Marcuert, J., concur. 
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E-Z Waist Company v. ReELtiaNceE MANUFACTURING CoMPANY 
Court of Appeals of the District of Columbia 
February 5, 1923 


Trape-MarKks—Opposition—Work Suirts OF THE SAME Descriptive Prop- 
ERTIES AS CHILDREN’S Knirrep Waists, Union Surrs AND SLEEPING 
GARMENTS. 

Where the opposer had adopted the words “E-Z” as a trade-mark 
for children’s knitted waists, knitted and nainsook union suits and 
sleeping garments, and identified the mark in the public mind with 
its products, the applicant, a later user of the mark “E-Z-On,” 
should not be permitted to register it in respect of work shirts, 
inasmuch as the respective goods are of the same descriptive prop- 
erties, and the person familiar with the opposer’s goods and desiring 
to purchase work shirts bearing the “E-Z-On” trade-mark would be 
likely to believe that they were produced by the latter. 

Appeal from a decision of the Commissioner of Patents. Re- 


versed. 


The Reliance Manufacturing Company sought registration of 
the trade-mark “E-Z-On” for work shirts. Opposition was inter- 
posed by the E-Z Waist Company as the owner and user of the 
registered trade-mark “E-Z,” applied by it to children’s knitted 
waists, knitted and nainsook union suits, and sleeping garments, 
on the ground that the goods of both parties were of the same 
class, and that because of this the registration of the mark to the 
Manufacturing Company would be likely to lead to confusion. Ap- 
plicant claims use of the mark since November 14, 1916, while the 
opposer's date is as far back as 1895. The opposer, therefore, is 
entitled to priority. It is admitted by the applicant that its mark 
and that of the opposer so nearly resemble each other that if used 


on goods of the same descriptive properties confusion might result, 


but it insists that work shirts to which the one is applied do not 
belong to the same class of goods as those upon which the other is 
used. The two tribunals of the Patent Office united in holding that 
the opposition was not well founded, and that the application for 
registration should be granted. 

Section 5 of the Trade-Mark Act (33 Stat. 725) says that no 
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mark by which the goods of the owner of the mark may be dis- 
tinguished from other goods of the same class shall be refused 
registration except in certain cases which are immaterial here. This 
means that a mark by which the goods of the owner may not be 
distinguished from other goods of the same class shall not be regis- 
tered. If the marks before us so nearly resemble each other that 
the mark of the applicant would not distinguish its goods from 
those of the opposer it should not be registered. 

The opposer is the pioneer user of the mark. We think man- 
ufacture of work shirts would come within the natural development 
of its business as a maker of children’s waists, union suits, sleeping 
garments, etc. The goods belong to the same class and possess the 
same descriptive properties. We have said that the owner of a 
trade-mark will not be hampered or embarrassed in the legitimate 
extension of his business by the registration of the mark to an- 
other. Canton Culvert § Silo Company v. Consolidated Car-Heat- 
ing Co., 44 App. D. C. 491. In another case Mr. Justice VanOrsdel, 
speaking for this Court, declared that the word “class,” as used 
in the statute, means broadly a genus including as species any goods 
upon which the use of the same mark, when the goods are exposed 
side by side, would tend to mislead the purchasing public. The 
goods of the contending parties in that case were knitted and textile 
undershirts, drawers, and union suits, on the one hand, and men’s, 
women’s and children’s stockings on the other. It was held that 
they possessed the same descriptive properties, and registration of 
the mark to the last comer was denied. N. Wolf & Sons v. Lord 
§ Taylor, 41 App. D. C. 514. This decision followed Church & 
D. Co. v. Russ, 99 Fed. 276, where it was held to be a recognized 
rule that different species of goods are of the same class when a 
certain trade-mark used on them would enable an unscrupulous 
dealer to palm off on an unsuspecting purchaser the goods of one 
make when he supposed he was receiving the goods of another. If 


a person familiar with the goods of the opposer in this case de- 


sired to purchase work shirts and was offered some bearing the 











98 THIRTEEN TRADE-MARK REPORTER 


mark “E-Z-On” he would likely be led to believe that they were 
produced by the opposer. Another authority bearing on the point 
is Collins & Co. v. Oliver Ames & Sons, 18 Fed. 561. 

Appellee has brought to our attention decisions wherein it was 
held that confusion would not result from the use of the same mark 
by different parties if the effect would not be to induce the intending 
purchaser to accept goods of one kind when he desired those of 
another; as, for instance, to accept tea when he desired coffee. 
While this test may be satisfactory in some cases, it is not in all. 
It is not likely that a person desiring a child’s sleeping garment 
would accept a work shirt in its stead, but he might be deceived 
into believing that the sleeping garment was produced by the same 
concern as that which put out the work shirt, because of the sim- 
ilarity of the marks. The purpose of the trade-mark act is to pre- 
vent fraud and mistake. That purpose would not be served if we 
permitted this mark to be registered by the applicant. If it be 
said that it is not clear that confusion or mistake would result 
from the registration of the mark, we answer that it is not necessary 
that it should be in order that registration may be denied. If we 
doubt upon the subject the doubt must be resolved against the 
newcomer. The reason for this is that the field from which a per- 
son may select a trade-mark is practically unlimited, and hence 
there is no excuse for his impinging upon, or even closely approach- 
ing, the mark of his business rival. William Waltke & Co. v. Geo. 
H. Schafer § Co., 49 App. D. C. 254, 263 Fed. 650. 

We think, therefore, that the opposition should have been sus- 
tained, and consequently the decision of the Commissioner is re- 
versed. 


CoNnsTANTINE J. Situ, Chief Justice. 
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Vv. COHEN 


Corn Propvucts Rerinine Co. v. CoHEN 
United States Patent Office 
February 23, 1923 


Trape-Marks—Opposition—*Mazoia” AND “MaGnonia” ror “SALAD AND 

Coox1nc Or”’—Nor ReeistraBL—E Because or Conrustnc SIMI- 

LARITY. 

In a trade-mark opposition, where the word “Mazola” had been 
registered in respect of salad and cooking oil, the opposition entered 
by the registrant is sustained and applicant held not entitled to 

register the word “Magnolia” as a trade-mark for similar goods, as 
the words are so closely similar in sound and appearance as to lead 
to confusion in trade. 


Gregory & Todd, of Washington, D. C., for opposer. 
Victor J. Evans, of Washington, D. C., for applicant. 


This is an opposition filed under the provisions of Section 6 
of the Trade-Mark Act of February 20, 1905. 

An inspection of the pleadings shows that the only question 
raised is that of likelihood of confusion in trade. Since the goods 
sold by the parties clearly possess the same descriptive properties, 
this question turns merely on the resemblance of the marks. These 
are ““Mazola” and “Magnolia,” respectively. 

It is contended by the applicant that Magnolia has a signifi- 
cance of a tree or flower, whereas the mark relied upon by the 
opposer is arbitrary. This significance, however, is only one of the 
elements which need be considered. The other two are, respectively, 
appearance and sound. The latter are more important than the 
question of significance. When their appearance and sound are 
considered, the Examiner is persuaded that there is at least reason- 
able doubt that such confusion in trade would be likely. 

The record shows that the mark used by the opposer is the 
symbol of a very valuable good-will, and the features associated 
with the mark as disclosed by an inspection of the label used by 
the applicant clearly show a sinister motive on the part of the 
applicant to divert some of this good-will. Under these cir- 
cumstances it is the well-established practice that such doubt should 
be resolved in favor of the opposer. 


Accordingly the notice of opposition is sustained and it is 
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adjudged that the applicant is not entitled to the registration of the 


application for which he has made application. 


NaTIONAL Biscurr Company v. Bisnop & CoMPpANY 
February 5, 1923 


Trape-Marks—Opposirion—“O-Sucu-A” anp “UNEEDA” FoR’ Biscurr— 
DIsMISSAL. 
The name “O-Such-A” as a trade-mark for biscuit is not de- 
ceptively similar to the word “Uneeda” used on such goods, and the 
decision of the Commissioner dismissing the opposition is affirmed. 


Appeal from a decision of the Commissioner of Patents. Af- 
firmed. 


William L. Symons, of Washington, D. C., for opposer. 
Edmund A. Straus, of Los Angeles, Calif., and Joseph W. 
Wilburn, of Washington, D. C., for applicant. 

Bishop & Company made application to have registered the 
mark “Q-Such-A” as applied to biscuit. Opposition was filed 
under Section 6 of the Trade-Mark Act by the National Biscuit 
Company, on the ground that the mark of the application was 
deceptively similar to the registered mark “Uneeda” owned and 
used by the opposer and applied by it to biscuit. Testimony was 
taken for the purpose of showing that confusion would likely result 
in the public mind as to the origin of the goods by the use of the 
two marks on biscuit. The Examiner of Interferences dismissed 
the opposition, and the Commissioner affirmed his decision. 

As already stated the contention of the appellant is that the 
mark of the applicant is deceptively similar to that of the opposer. 
We do not think it is. The reasoning employed by us in National 
Biscuit Co, v. Pennsylvania Baking Co., decided January 2, 1923, 
is applicable here. There is no need for repeating it. 

The decision of the Commissioner is affirmed. 


ConsTANTINE J. Smitru, Chief Justice. 


Judge Smith, of the United States Court of Customs Appeals, 
sat in the place of Mr. Justice VanOrsdel in the hearing and de- 
termination of this case. 








